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DETAILED ACTION 



1. The reply filed on 2/19/2003 is not fully responsive to the prior Office Action because of 
the following omission(s) or matter(s): the amendments to the specification and claims do not 
comply with the patent rules. The amendments should comply with 37 CFR 1.121 which has 
been in effect since March L 2001 (see attachment). The amendments can also comply with the 
newly revised format, effective immediately or by July 2003 (see attachment) . See 37 CFR 
1.111. Since the above-mentioned reply appears to be bona fide, applicant is given ONE (1) 
MONTH or THIRTY (30) DAYS from the mailing date of this notice, whichever is longer, 
within which to supply the omission or correction in order to avoid abandonment. 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a). 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mitra Aryanpour whose telephone number is 703-308-3550. The 
examiner can normally be reached on Monday - Friday 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul T Sewell can be reached on 703-308-2126. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9302 for regular 
communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 148. 




MA 

March 4, 2003 



Paul T. Sewell 
Supervisory Patent Examiner 
Group 3700 



37 CFR 1, 



Changes to the Patent Rules 



October 20, 2000 



Volume 1, Issue 3 



Simplified Amendment Practice. 
Replacement paragraphs/sections/claims to be used. 37 CFR 1.121 



The rule package 
'Changes to the Patent 
Business Goals - Final 
Rule. " published in the 

Federal Register on 
September 8, 2000. 65 
Fed Reg. 54603 (Sept. 
8, 2000), and the Official 
Gazette on 
September 19, 2000, 
1238 Off Gaz, Pat Of- 
fice 77 (September 19. 
2000). The PBG rule 
package makes a number 
of revisions to TUle 37. 

The entire final rule may 
befoundattheUSPTO 
Website at http'J/ 
www.uspto.gov/web/ 
offices/dcom/olia/pbg/ 
tndex.htmL 

Areas and individuals 
primarily affected by this 

rule change include: 
(l)Patent Examiners and 
Tech Support Staff in the 
Technology Centers 
(2) Office of Patent 
Publication 

Any questions related to 
this change in practice 
should be directed to 

Joe Narcavage 
Special Projects Ext.. 
(703-305-1795) or Liz, 

Dougherty, Legal 
Advisor, (703-306-3156) 
OPLA. 



Mandatory compliance with the revised rule is 
not required until March 1, 2001. It is suggested 
that applicants adopt the revised procedures on 
or after November 7, 2000, in order to adjust to 
the changes in amendment practice. 

Under the new amendment practice, amend- 
ments to the specification must be made by the 
submission of clean new or replacement para- 
graph^), section(s), specification, or claim(s). 
r Tiis practice will provide a specification 
< including claims) in clean, or substantially 
clean, form that can be effectively captured and 
converted by optical character recognition 
(OCR) scanning during the patent printing pro- 
cess. 



version entitled " Version with markings tc 
show changes made " 

Applicants will also be able to submit a clee 
set of all pending claims, consolidating all 
previous versions of pending claims from a 
series of separate amendments into a single 
clean version in a single amendment paper. 
This submission of a clean version of all of 
the pending claims will be construed as di- 
recting the cancellation of all previous ver- 
sions of any pending claims. Nomarked-Ui 
version will be required to accompany the 
clean version where no changes other than - 
consolidation are being made. 



The new practice requires appli- 
cant to provide, in addition to 
the clean version of a replace- 
ment paragraph/section/claim, a 

marked-up version using appli- 

cant's choice of a conventional 
marking system to indicate the changes, which 
will aid the examiner in identifying the changes 
that have been made. The maiked-up version 
must be based on the previous version and indi- 
cate (by markings) how the previous version 
has been modified to produce the clean version 
submitted in the current amendment The term 
previous version" means the version of record 
in the application as originally filed or from a 
previously entered amendment. 

The following format is suggested in an amend- 
ment paper (1) a clean version of each replace- 
ment paragraph/section/claim with clear in- 
structions for entry; (2) starting on a separate 
page, any remarks/arguments (37 CFR 1.1 1 1); 
and (3) starting on a separate page, a marked-up 



Amendment 6y 
paragrapft/chim 
replacement in dean form 



The amended rule encourages 
issuance of applications with ; 
examiner's amendment witho .. 
practitioners/applicants havin; 
file a formal amendment Ad 
tions or deletions of subject n. 
ter in the specification, includ 
the claims, may continue to b 
made in an examiner's amendment at the t 
of allowance by instructions to make any 
change at a precise location in the specific 
tion or the claims. An examiner's amendr 
may incorporate a printed copy of a fax or 
mail amendment submitted by applicant 

Only that part of the e-mail or fax directec 
a clean version, or a portion of, a paragrar 
claim to be added should be printed and a* 
tached to the examiner's amendment, witl 
paper copy of the entire e-mail or fax beir 
entered in the file. The electronic version 
the e-mail is not required to be saved on* 
printed e-mail (and any attachments) becc 
part of the application file record. 

MPEP 714+ & 1302.04 



AMENDMENTS MAY NOW BE SUBMITTED IN REVISED FORMAT 



The United States Patent and Trademark Office (USPTO) is permitting applicants to submit amendments in a revised 
format as set forth below. Further details of this practice are described in AMENDMENTS IN A REVISED FORMAT 
NOW PERMITTED, signed January 31, 2003, expected to be published in Official Gazette in February, 2003 (Notice 
posted on the Office's web site at 

http://www.uspto.gov/web/offices/pac/dapp/opla/preo gnotice/revamdtprac.htm ). The revised amendment 
format is essentially the same as the amendment format that the Office is considering adopting via a revision to 37 
CFR 1.121 (Manner of Making Amendments). The revision to 37 CFR 1.121 (if adopted) will simplify amendment 
submission and improve file management. The Office plans to adopt such a revision to 37 CFR 1.121 by July of 2003, 
at which point compliance with revised 37 CFR 1.121 will be mandatory. 

Effective immediately, all applicants may submit amendments in reply to Office actions using the following format. 
Participants in the Office's electronic file wrapper prototype 1 receiving earlier notices of the revised practice may also 
employ the procedures set out below. 

REVISED FORMAT OF AMENDMENTS 

Begin on separate sheets: 

Each section of an Amendment (e.g., Claim Amendments, Specification Amendments, Remarks) should begin on a 
separate sheet. For example, in an amendment containing a.) introductory comments, b.) amendments to the claims, 
c.) amendments to the specification, and d.) remarks, each of these sections should begin on a separate sheet. This 
will facilitate the process of separately indexing and scanning of each part of an amendment document for placement 
in an electronic file wrapper. 

Two versions of amended partfs) no longer required: 

The current requirement in 37 CFR 1.121(b) and (c) to provide two versions (a clean version and a marked up 
version) of each replacement paragraph, section, substitute specification or claim will be waived where an 
amendment is submitted in the following format: 

A) Amendments to the claims: 

Each amendment document that includes a change to an existing claim, or submission of a new claim, must include a 
complete listing of all claims in the application. After each claim number, the status must be indicated in a 
parenthetical expression, and the text of each claim under examination (with markings to show current changes) must 
be presented. The listing will serve to replace all prior versions of the claims in the application. 

(1) The current status of all of the claims in the application, including any previously canceled or withdrawn 
claims, must be given. Status is indicated in a parenthetical expression following the claim number by one of 
the following: (original), (currently amended), (previously amended), (canceled), (withdrawn), (new), 
(previously added), (reinstated - formerly claim #_), (previously reinstated), (re-presented - formerly 
dependent claim #_), or (previously re-presented). The text of all pending claims under examination must be 
submitted each time any claim is amended. Canceled and withdrawn claims should be indicated by only the 
claim number and status. 

(2) All claims being currently amended must be presented with markings to indicate the changes that have been 
made relative to the immediate prior version. The changes in any amended claim should be shown by 
strikethrough (for deleted matter) or underlining (for added matter). An accompanying clean version is not 
required and should not be presented. Only claims of the status "currently amended" will include markings. 

(3) The text of pending claims not being amended must be presented in clean version, i.e., without any markings. 
Any claim presented in clean version will constitute an assertion that it has not been changed relative to the 
immediate prior version. 

(4) A claim may be canceled by merely providing an instruction to cancel. Listing a claim as canceled will 



1 The Office's Electronic File Wrapper prototype program is described in USPTO ANNOUNCES PROTOTYPE OF IMAGE 
PROCESSING, 1265 Off. Gaz. Pat. Office 87 (Dec. 17, 2002) ("Prototype Announcement"), and applies only to Art Units 1634, 
2827 and 2834. 
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constitute an instruction to cancel. Any claims added by amendment must be indicated as (new) and shall not 
be underlined. 

(5) All of the claims in each amendment paper must be presented in ascending numerical order. Consecutive 
canceled or withdrawn claims may be aggregated into one statement (e.g. Claims 1-5 (canceled)). 



Example of listing of claims: 

Claims 1-5 (canceled) 
Claim 6 (withdrawn) 

Claim 7 (previously amended): A bucket with a handle. 

Claim 8 (currently amended): A bucket with a green blue handle. 

Claim 9 (withdrawn) 

Claim 10 (original): The bucket of claim 8 with a wooden handle. 
Claim 1 1 (canceled) 

Claim 12 (new): A bucket with plastic sides and bottom. 

Claim 13 (previously added): A bucket having a circumferential upper lip. 

Claim 14 (re-presented - formerly claim 1 1): A black bucket with a wooden handle. 

B) Amendments to the specification: 

Amendments to the specification may be made by presenting a replacement paragraph, section or substitute 
specification marked up to show changes made relative to the immediate prior version. An accompanying clean 
version is not required and should not be presented. 

O Amendments to drawing figures: 

Drawing changes may be made by presenting replacement figures which incorporate the proposed changes and which 
comply with § 1 .84. An explanation of the changes made must be presented in the remarks section of the amendment. 
If the changes to the drawing figure(s) are not approved by the examiner, applicant will be informed in the next Office 
action. Any replacement drawing sheet should include all of the figures appearing on the immediate prior version of 
the sheet, even though only one figure may be amended. The figure or figure number of the amended drawing should 
not be labeled as "amended." 



Any questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should 
be directed to the following legal advisors in the Office of Patent Legal Administration (OPLA): Elizabeth Dougherty 
(Elizabeth.Doughertv@uspto.gov ), Gena Jones ( Eugenia.Jones@uspto.gov) or Joe Narcavage 

(Joseph.Narcavage@uspto.gov) . For information on the waiver or legal aspects of the prototype, please contact Jay 
Lucas (Jav.Lucas@uspto.gov) , Senior Legal Advisor (PCTLA) or Rob Clarke (Robert.Clarke@uspto.gov) . Senior 
Legal Advisor (OPLA). Alternatively, further information may be obtained by calling OPLA at (703) 305-1616. 



Flyer for mailing with all Office actions by all TCs (except Art Units 1634, 2827 and 2834) 
02/04/03 



